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REMARKS 



Claims 1 and 3-6 are pending in the instant application. 
Claims; i and 3-6 have} been rejtscted. C.l.aimi^ 1, 5 and 6 have been 
amended. Support for these amendrnenLs i^ provided in the 
speci tj.cation at page 1, line.? \2-lb , page 16, lines lM-27, page 
18, line 8-15 and in the F^xainples beginning at page 50. Thui5, no 
new matter is added by thcscE; amendments. Reconsideration is 
respectfully requested in light of these amendments and the 
following remarks. 
I . Sequence Rule Compliance 

The Examiner suggests that the application contains sequence 



disclosures that are encompassed by the definition for nucleotide 
and/or amino acid sequences set forth in 37 C.F.R. 1.821 (a)(1) 
and (a) (2) which are not in the Sequence Listing. Specifically, 
the Examiner suggests that the amino acid sequence in claim 1 Is 
not accompanied by a sequence identification number. 

It is re£:pectfully pointed out, however, that claim i has 
been amended to delete any reference to this unnun±?ered amino 
acid sequence. 

Thus, the application and the i^equencc Listing are in 
compliance with the requirements of 37 C.P.R. 1-821-25. 



0 
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II. Rejection of Claims 1 and 3-6 under 35 U.S.C, 112, first 
paragraph - Written Description 

Clairns 1 and 3-6 have been rejected under 35 U.S.C. § \\7. , 
first paragraph, for lack ol clear written description with 
respect to a fragment of SEQ ID N0:1, and a nucleic aci.d sequence 
witVi 95% identity to an antisensc of SEQ ID NO:! , Specifically, 
the Examiner suggests Lhat a fragment of SEQ ID N0:1 encoding a 
15 to 139 amino acid sequence encompasi^cis unrelated 
polynuclff otide sequences with unknown structure, function and 
length, provided they share with SEQ: ID N0:1 a Iragment that 
encodes a 15 to 139 amino acid seque'nce . Further, the Examiner 
suggests that a nucleic acid sequence with 95% identity to an 
r-inti sense sequence of SEQ ID N0:1 encompasses variants of SEQ ID 
N0:1 having any type of substitution; without any limit on the 
nimiber of substitutions and without any common structural or 
functional attribute identified* 

Accordingly, i.n an earnest effort to advance the prosecution 
of this case< Applicants have amended the claims to delete any 
reference to fragments of SEQ ID N0:1, Further, Applicants have 
clarified in part (c) (now part (b) as amended) a functional 
attribute as being upreguTated in or: specific to human mammary 
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gland cancer tin^ue as well as the strucLural ^attribute of 
sharing 9r)°> identity with the anLisense sequence of S£Q TD NO: 1 
and. Support for these amendments is provided in the 
speci.fiCALlon at page 1, liner. 12-15, page 16, lines 24-27, and 
page 18, line 8-15. Further, methods for assessing upregulation 
and specif iclLy of a polynucleotide with 95i-. identity to the 
anLii^ense sequence of SEQ ID N0:1 are set forth In the Examples 
beginning at page 50. 

Thus, contrary to the Examiner's suggesLion, the d.isclosurci^ 
does describe common attributes or characteristics that identify 
members of the claimed polynucleo Lide sequence with 95^; identity 
to an antisense of SEQ ID N0:1. Further, Lhe claims, as amended 
set forth this characteristic and thus are commensurate in scope 
with the writLcn description so that one of skill in the art can 
recognize that Applicants invented what is claimed. 

Accordingly, Lhe claims as amended meet the written 
description requirements of 35 U.S.C. § 112, firiit paragraph and 
withdrawal of this rejection is respectfully requested, 
III. Rejection of Claims 1, and 3-6 under 35 U.S.C. § 112, first 
paragraph - Lack of Enablement 

Claims 1 and 3-6 have been rejected under 35 U.S.C. § 112, 
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fir-T-L parcMcjrriph, for lack of enablement for a fragmenL of SEQ ID 
N0;1 encodinq a 15 to 139 amino acid sequence. 

Thus, m an earnefst effort to advance the prosecution of 
this case, Applicants have canceled this phrase from the clairas. 
Withdrawal, of this rejection under 35 U.S.C. § 112, first 
paragraph, i.s respecblully requested. 

Claims 1 and 3-4 have also been rejected under 35 U.S.C. § 
112, first paragraph, for lack of enablement with respect to a 
nucleotide .sequence with 95-L identity to SKQ ID N0:1. The 
Examiner suggests that a nucleic acid sequence with 95% identity 
to an anLisense sequence of SEQ ID NO: encompasse£3 numerous 
structural variants not shown by Applicants Lo be capable of 
functioning as thai which is being disclo.yGd. 

Accordingly, in an earnest effort to advance the prosecution 
ol Lhis case. Applicants have amended the claims to be drawn to 
a nucleic acid sequence with 95% identity to an antisense 
sequence of SEQ ID NO; 1 and which is upreguiated in or specific 
Lo human mammary gland cancer tissue. Support for these 
amendments can be found in the specification at page 1, lines 12- 
15f page 16, lines 24-27, and page 18, line 8-15, 

The Lest for enablement as set forth in MPEP § 2164.01 is 
whether one reasonably skilled In Lhe art could make and use the 
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invention troni the disclosure in the patent cQ-upled with 
information known in the art without undue experimontrit ion , Onfi 
ol i:.kill i.n the art can routinely identify nucleic acid sequences 
with 95% identi.ty to SEQ ID N0:1. based upon the nucleic acid 
sequence for SEQ ID N0:1 taught in the instant application 
coi.ipled wiLh woll known methods for assessing % identity such as 
:=;et forth in standard reference texts such as Sambrook et al. 
1989 (Molecular Cloning, A Laboratory Manual, 2nd Edition, Cold 
Spring Harbor Press, Cold Spring Harbor) . Tlie experimentation 
required to identify a nucleic acid sequence with 95% identity to 
SEQ ID N0;1 would therefore not be considered undue. 

FurLher, detailed methods for assessing upregulation and/or 
specificity of a polynucleotide sequence in human mammary gland 
cancer tissue are taught in the specification beginning at page 
50- Clearly, the experimentation required to identify those 
polynucleotides of the claimed invention with 95% identity which 
are then upregulated or specific to human mammary gland cancer 
tissue cannot be considered undue when the s^J^ecif ication provides 
such detailed guidance with respect to the direction in which 
this experimentation should proceed. See MPEP § 2164,06, 

Withdrawal of this rejection under 35 U.S.C. § 112, first 
parrigraph, is therefore respectfully requested in light of the 
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cimendmentr> to Lhe claims and the above rem^^rks. 
IV, Conclusion 

Applicants believe that the foregoing comprisGs a full and 
complete respon.^e to the OfHice Action of record. Accordingly, 
favorable re-considoration and subsequent allowance oJ: the pending 
claims is earnestly solicited. 

Respectfully submitted. 
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